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5) D Claim(s) is/are allowed. 

Q)M Claim(s) 57.63.64.66.68-71 and 87-90 is/are rejected. 

7) M Claim(s) 68 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) M The specification is objected to by the Examiner. 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

1 . This application has been transferred to a new art unit and a new examiner. 

Specification 

2. The disclosure is objected to because it contains an embedded hyperlink and/or other 
form of browser-executable code on page 15. Applicant is required to delete the embedded 
hyperlink and/or other form of browser-executable code. See MPEP § 608.01. 

3. This application contains sequence disclosures that are encompassed by the definitions 
for nucleotide and/or amino acid sequences set forth in 37 CFR §§ 1.821(a)(1) and (a)(2). 
However, this application fails to comply with the requirements of 37 CFR §§ 1.821-1.825 for 
the following reasons: 

Several nucleotide sequences appear in the specification on pages 28, lines 6-7 that are 
not properly identified. Nucleotide sequences must be identified by sequence identification 
number. Furthermore, if said sequences do not appear in the sequence listing, a new listing 
including said sequences must be supplied. It is often convenient to identify sequences in figures 
by amending the Brief Description of the Drawings section (see MPEP 2422.02). If said 
sequences consist of a portion of sequences already of record in the sequence listing, they may 
be identified in the specification using the existing SEQ ID No. accompanied by the position of 
the sequence on the already listed sequence. 

Applicants are required to comply with all the requirements of 37 CFR §§ 1.821-1.825. 
Any response to this Office Action which fails to meet all of these requirements will be 
considered non-responsive. The nature of the sequences disclosed in the instant application has 
allowed an examination on the merits, the results of which are communicated below. 
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Claim Objections 

4. Claim 68 is objected to under 37 CFR 1 .75(c), as being of improper dependent form for 
failing to further limit the subject matter of a previous claim. Applicant is required to cancel the 
claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or rewrite the 
claim(s) in independent form Claim 68 depends from cancelled claim 67. For the purpose of 
examination claim 68 has been assumed to depend from claim 66. 

Claim Rejections - 35 USC §102 

5. The rejection of claims 57, 62-68, 70 and 71 under 35 U.S. C. 102(e) as being anticipated 
by Cox, III et al. in the Office action mailed 23 September 2005 is withdrawn in view of the 
arguments presented on pages 4-6 and the cancellation of claims 62, 65, and 67 filed 27 
December 2005. 

6. The rejection of claim 60 under 35 U.S.C. 102(e) as being clearly anticipated by Cox, III 
et al. as evidenced by Neely et al. in the Office action mailed 23 September 2005 is withdrawn in 
view of the cancellation of claim 62 filed 27 December 2005. 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

8. Claims 57, 63, 64, 66, 68, 70, 88, and 89 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Crossley et al. in light of Chen et al. and Morceau. 

The claims are drawn to a complex of an exogenous polypeptide bound to cellular 
chromatin. The binding site is sensitive to a probe of chromatin structure. In some embodiments 
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the exogenous polypeptide is a zinc finger transcription factor and the probe is DNase I. In some 
embodiments the claims are drawn to an animal cell comprising the complex, and the exogenous 
polypeptide is encoded by a polynucleotide introduced into the cell. 

Crossley et al. shows in the introduction that the erythroid Kruppel-like factor (EKLF) 
gene encodes a transcription factor related to globin expression. Crossley et al. shows that the 
promoter contains a GATA-1 binding site, and that GATA-1 activates the EKLF promoter on 
page 15441 and figures 2, 4, and 5. Crossley et al. shows transactivation of an EKLF promoter in 
mouse NIH3T3 cells by introduction of a polynucleotide expression vector that expresses 
GATA-1 in page 15442 and figure 6. 

Chen et al. shows that an inherent property of the chromatin structure of an EKLF 
promoter in a cell is that it comprises two DNase I hypersensitive sites, and that the distal site 
comprises the GATA-1 binding site in figures 1-3, which is summarized in the model in figure 
10. 

Morceau et al. reviews GATA-1, and shows that it is a zinc finger protein on page 537, 
542-543, and figure 1. 

Claim Rejections - 35 USC §103 

9. The following is a quotation of 35 U.S.C 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this tide, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
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claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
11. Claims 57, 66, and 71 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Crossley et al. in view of Chen et al. 

The claims are drawn to a complex of an exogenous polypeptide bound to cellular 
chromatin. The binding site is sensitive to a probe of chromatin structure. In some embodiments 
the claims are drawn to a human cell comprising the complex. 

Crossley et al. shows in the introduction that the erythroid Kruppel-like factor (EKLF) 
gene encodes a transcription factor related to globin expression. Crossley et al. shows that the 
promoter contains a GATA-1 binding site, and that GATA-1 activates the EKLF promoter on 
page 15441 and figures 2, 4, and 5. Crossley et al. shows transactivation of an EKLF promoter in 
mouse NIH3T3 cells by introduction of a polynucleotide expression vector that expresses 
GATA-1 in page 15442 and figure 6. . 

Chen et al. shows that the chromatin structure of an EKLF promoter in a cell comprises 
two DNase I hypersensitive sites, and that the distal site comprises the GATA-1 binding site in 
figures 1-3, which is summarized in the model in figure 10. Chen et al. shows the human EKLF 
promoter gene and the mouse EKLF gene are highly conserved in figure 2. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify the complex of Crossley et al. by substitution of the human EKLF 
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gene of Chen et al. because Chen et al. shows the two genes are highly conserved and the 
substitution would allow for further research on transcriptional control of the human EKLF gene. 

12. Claims 57, 66, and 87 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Crossley et al. in view of Chen et al. as applied to claims 57, 66, and 71 above, and further in 
view of Hays (reference AO-1 in the Information Disclosure Statement filed 10 May 2004). 

The claims are drawn to a complex of an exogenous polypeptide bound to cellular 
chromatin. The binding site is sensitive to a chemical probe of chromatin structure. 

Crossley et al. in view of Chen et al. as applied to claims 57, 66, and 71 above does not 
show determination of chromatin structure by use of a chemical probe. 

Hayes reviews the use of chemical probes to analyze chromatin structure. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify the complex of Crossley et al. in view of Chen et al. as applied to 
claims 57, 66, and 71 above by use of chemical probes because Hayes shows that chemical 
probes are effective means to analyze chromatin structure. 

13. Claims 57, 66, and 90 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Crossley et al. in view of Chen et al. as applied to claims 57, 66, and 71 above, and further in 
view of Gregory. 

The claims are drawn to a complex of an exogenous polypeptide bound to cellular 
chromatin. The binding site is sensitive to a restriction endonuclease probe of chromatin 
structure. 

Crossley et al. in view of Chen et al. as applied to claims 57, 66, and 71 above does not 
show determination of chromatin structure by use of a restriction endonuclease probe. 
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Gregory reviews the use of restriction endonucleases as probes to analyze chromatin 
structure. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify the complex of Crossley et al. in view of Chen et al. as applied to 
claims 57, 66, and 71 above by use of restriction endonuclease probes because Gregory shows 
that restriction endonuclease probes are effective means to analyze chromatin structure. 
14. Claims 57, 66, and 69 are rejected under 35 U.S.C 103(a) as being unpatentable over 
Crossley et al. in view of Chen et al. as applied to claims 57, 66, and 71 above, and further in 
view of Greisman et al. (reference AN-1 in the Information Disclosure Statement filed 10 May 
2002). 

The claims are drawn to a complex of an exogenous polypeptide bound to cellular 
chromatin. The binding site is sensitive to a restriction endonuclease probe of chromatin 
structure. In some embodiments the claims are drawn to a plant cell comprising the complex. 

Crossley et al. in view of Chen et al. as applied to claims 57, 66, and 71 above does not 
show plant cells comprising exogenous polypeptides bound to chromatin. 

Greisman et al. teach a strategy for selecting high-affinity zinc finger proteins for diverse 
DNA target sites. Greisman et al. shows a strategy for selecting high-affinity zinc finger proteins 
for diverse DNA target sites. Additionally, at column 7, lines 29-30, they state that the zinc 
finger proteins provide means for developing plants with altered phenotypes. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify the complex of Crossley et al. in view of Chen et al. as applied to 
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claims 57, 66, and 71 above by use of a complex of a zinc finger protein with chromatin in a 
plant cell in view of the conventionality of doing so taught by Greisman et al. 

Conclusion 

15. Patent applicants with problems or questions regarding electronic images that can be 
viewed in the Patent Application Information Retrieval system (PAIR) can now contact the 
USPTO's Patent Electronic Business Center (Patent EBC) for assistance. Representatives are 
available to answer your questions daily from 6 am to midnight (EST). The toll free number is 
(866) 217-9197. When calling please have your application serial or patent number, the type of 
document you are having an image problem with, the number of pages and the specific nature of 
the problem. The Patent Electronic Business Center will notify applicants of the resolution of 
the problem within 5-7 business days. Applicants can also check PAIR to confirm that the 
problem has been corrected. The USPTO's Patent Electronic Business Center is a complete 
service center supporting all patent business on the Internet. The USPTO's PAIR system 
provides Internet-based access to patent application status and history information. It also 
enables applicants to view the scanned images of their own application file folder(s) as well as 
general patent information available to the public. 

For all other customer support, please call the USPTO Call Center at (800) 786- 
9 199. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to John S. Brusca whose telephone number is 571 272-0714. The examiner 
can normally be reached on M-F 8:30 AM - 5:00 PM. 



Application/Control Number: 09/844,662 



Page 9 



Art Unit: 1631 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ardin Marschel, PhD. can be reached on 571 272-0718. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




John S. Brusca 
Primary Examiner 
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